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Abstract

This research aims to study general concepts, ideas, and theories related to
the protection of new type of trademarks; examine the criteria for protection under
international agreements, foreign laws, and Thai law; analyse legal issues and impacts
concerning the protection of invisible trademarks under the Trademark Act B.E. 2534
and propose appropriate guidelines for protection. The study focuses on scent marks,
taste marks, and tactile marks. The findings reveal that protecting new types of invisible
trademarks does not contradict trademark concepts and theories. However, Thailand has
no urgent need to expand its scope of protection while lacking readiness, as the current
Trademark Act already provides criteria and scope of trademark protection consistent
with international standards. The researcher recommends amending the Trademark Act
B.E. 2534 in terms of the definition of trademarks in Section 4, distinctiveness criteria
in Section 7, and prohibited characteristics in Section 8. The trademark examination
manual should also be updated. Furthermore, preparations should be made in terms of
facilities, technology, tools, equipment, and personnel necessary for trademark registration
examination. The capabilities of Thai entrepreneurs should also be developed to accommodate

potential expansion of trademark protection in the future if necessary

Keywords: New Type Trademarks, Invisible Marks, Smell Marks, Taste marks, Tactile
Marks
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? World Intellectual Property Organization, “The Economics of Trademarks,” in World Intellectual
Property Report 2013: Brands - Reputation and Image in the Global Marketplace (Geneva: World Intellectual
Property Organization, 2013), 81-108,
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Protection to Smell Marks,” 3-4, accessed February 17, 2025, https://ssm.com/abstract=1027281.
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° Karki, Madan Mohan Singh, “Non-Traditional Areas of Intellectual Property Protection: Colour,
Sound, Taste, Smell, Shape, Slogan and Trade Dress,” Journal of Intellectual Property Rights 10 (2005): 499.

" Ibid.

& James P. Flynn, “Recent Noise Over Acoustic Trademarks,” The National Law Review 14, no. 69

(2022), accessed March 10, 2024, https://www.natlawreview.com/article/recent-noise-over-acoustic-trademarks.
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° Michael B. Sapherstein, “The Trademark Registrability of the Harley-Davidson Roar: A Multimedia
Analysis,” Boston College Intellectual Property & Technology Forum, accessed July 11, 2025, https://lira.
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“World Intellectual Property Organization, “Standing Committee on the Law of Trademarks,
Industrial Designs and Geographical Indications,” accessed February 17, 2025, https://www.wipo.int/edocs/mdocs/
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" World Intellectual Property Organization, “Standing Committee on the Law of Trademarks, Industrial
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* Christophe Schaal, “The Registration of Smell Trademarks in Europe: Another EU
Harmonisation Challenge,” accessed February 24, 2024, https://www.inter-lawyer.com/lex-e-scripta/articles/
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Question and Answers (Geneva: World Intellectual Property Organization, 2011), 1.
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% 1N0RY RETAINT, “NNIANATENIATENNNIENTARIANAA (Tactile Mark),” 38-39.
2 yniiyniARNANEaAARAIALNIATT 3 W The Trade Mark Act 1905 WtitynjAan “in and
for the Purpose of this Act (Unless the Context otherwise Requires) a ‘Mark’ shall include a device, brand,

heading, label, ticket, name, signature, word, letter, numeral, or any combination thereof.”
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Patent- and Markenamt® neleivannis Sieckmann JaupuaiuannzLey

% Simon Geiregat, “Trade Mark Protection for Smells, Tastes and Feels—Critical Analysis of
Three Non-Visual Signs in the EU,” lIC-International Review of Intellectual Property and Competition Law 53,
no. 2 (2022): 225.

%' Gregory E. Brill, “Make Some Sense of Scent Trademarks: The United States Needs
a Graphical Representation Requirement,” University of Richmond Law Review 56, no. 5 (2022): 19-45.

% Sieckmann v. Deutsches Patent- Und Markenamt, Case C-273/00.
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% Geiregat, “Trade Mark Protection for Smells, Tastes and Feels—Critical Analysis of Three
Non-Visual Signs in the EU,” 225 - 226.

* Tolulope Anthony Adekola, “Abolition of Graphical Representation in EU Trademark Directive:
Should Countries with Similar Provisions Follow EU’s Footsteps?” Journal of Intellectual Property Rights 24
(2019): 62.

% Kellogg Co. v. National Biscuit Co., 305 U.S. 111 (1938).

% 03 mmﬂi:g’;‘, “m'ﬂﬁﬂfn34é’Nmmm?"ammmﬂiﬁﬂm*mﬁiuﬂ’;‘zmﬂiw&,” 97 - 100.
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9 Pagliero v. Wallace China Co., 198 F. 2d 339 (9th Cir. 1952).

% Yale Markov, “Raising the Dead: How the Ninth Circuit Avoided the Supreme Court’s
Guidelines Concerning Aesthetic Functionality and Still Got Away with It in Au-Tomotive Gold,” Northwestern
Journal of Technology and Intellectual Property 6 (2007): 200-201.
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1) aunwelsi

\fieRansni Directive (EU) 2015/2436 wudndansmuzaeudrailalaniali
anansnaanzifowriaaanefildaunsonesdiulszdngdaanild adndlsfiniu
wudespaidadinlunal jiAndesRarson

Tunsdlrasafasnunanay vinfiansanuuanisnaiinvualilugiie
NansaunTuannzidew(Guidelines for Examination) 289811504 1UNTNERUNIS
Heynyrunisanninglsrl (European Union Intellectual Property Office: EUIPO)*
wudludlaqiiuddlianafuaanadewad omnanauluannmglalld Wesannds
TianarmuatennnsAnATesidaauuawiuglddaanalulanfiagluilagiiu
uananii luad Sieckmann FnagyRssruuvisanninglsyl (European Court
of Justice: ECJ) sisldlfiasAinsuanaipfasanamsdnilsinvnaunadanisatas
AaAVBIATIEaTNT DuauauuIMNTRATnNmMsiamaeniiiuglsra 4 33 14un
(1) MruaRgRINILAT (2) Maadtnadansdsuyssene @) Farhnsnatnaeanau uas
(@) n9EAEN A usanmlunIRanIn asnslesfd ECU wiudaa 4 Aadnadu
TiiResneiazuaniiamszdAnrasniamananisinldatraiunlessy Taans
wansgranaaSldoravinlviassumudlaansrdAyresnauinunisiansngns
mandlly wezasiudiamsd@aomynaafivihduiiazanansonseinlé® angd
nsdsunrssnaflienaadunednenizaeanavlfetredaauuazusiugifsmadiay
drlasnszanAnyreanauldiguiu daunisdhnfmetanauianannsatiosuasliens
Fnelasanwlile edslinenpdasiuuwuamamsuassaaniiihigLlsssummaanng 2
Wit Directive 89/104/EEC (ﬁﬁqﬁqﬁﬂ%@ﬁlummzﬁu)“

% European Union Intellectual Property Office, “Guidelines for Examination of European Union
Trademarks,” accessed February 11, 2024, https://guidelines.euipo.europa.eu/binary/1803468/2000140000.

“ Ibid.

T AUNATTIL AUNSAY, “ANEOELMNZLAT ISR ENUAZNAW,” (NsAuATBaTY

Sy avntinudin Ivanenaanganm, 2556), 72-73.
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“* European Union Intellectual Property Office, “Trade Mark and Design Guidelines.” 241

“ Ibid., 360.

“ Ibid., 241

“ Ibid.

““ In re Case R 120/2001-2 (The Decision of the Second Board of Appeal, 2003).
7 93 wntlsves, “mﬂﬁmwﬁummLﬂ’i"@wmﬁmiﬁﬁmmﬁluﬂi:mﬂ”LWJ," 117.

® DE SMAAK VON DROP BX No. 625971 &ndlu a7 wsndszys, “mslianudumses

WATRIMaNENITANTaTR L sTimnAlng,” 117 - 118.
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Ineiag) usidn Regulation (EU) 2017/1001 uae Directive (EU) 2015/2436 azrnuun
AfignunisliaauduasasaTasmananisdienliognand wazdnisdeutlsy
Anuinmaminnsuasseaniiiuglesssuaaiodlslamaliasnsoiusanydou
NTTMs dszinnitlisansonaaiulszdntdoan uilumalfiRfnwudimannng
Sieckmann fiflpsiavanantnamnnsamsfiarsnnisuandlilnngdeansydAnyaes
Lﬂ?fﬂ\‘mmﬂmiﬁf’] paaziinlaann Article 3(1) of European Union Trade Mark Implementing
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“° European Union Intellectual Property Office, “Guidelines for Examination of European Union
Trademarks.”

% Yaroslava Kudrina, “Non-Traditional Trade Marks and the Abolition of the Requirement for
Graphical Representation: EU Trade Mark Registration Process,” (Master’s thesis, Stockholm University, 2018),
39.

" Thom Clark, “Examination of Non-Traditional Trade Marks,” accessed February 11, 2024,
https://ipkey.eu/sites/default/files/ipkey-docs/2020/IP%20Key-SEA_Examination-of-non-traditional-trade-marks_
Clark_25June2020.pdf.
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°® U.S. Trademark Registration, “No. 916,522,” accessed February 11, 2024, https:/tsdr.
uspto.gov/#caseNumber=72349496&caseSearchType=US_APPLICATION&caseType=DEFAULT&searchType=
statusSearch.

% University of New Hampshir, “In re Clarke, 17 U.S.P.Q.2d 1238 (T.T.A.B. 1990),” accessed
July 5, 2024, https://ipmall.law.unh.edu/content/ttab-trademark-trial-and-appeal-board-1-re-celia-clarke-dba-
clarkes-osewez-serial-no-758429.

* TMEP § 1202.13.

% United States Patent and Trademark Office, “Manuals, Guides & Official Gazette,” accessed
July 5, 2024, https://www.uspto.gov/trademarks/guides-and-manuals/manuals-guides-official-gazette.

% Lexogy, “In re Pohl-Boskamp GmbH & Co., 106 USPQ2d 1042 (TTAB 2013),” accessed
July 5, 2024,https://www.lexology.com/library/detail.aspx?g=01526ea5-8d80-4978-811c-aaaa95786d6d.

" In re N.V. Organon, 79 USPQ2d 1639 (TTAB 2006).
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% New York Pizzeria, Inc. v. Syal et al. (S.D. Tex. 2014).

% Jani Lhalainen, “One Taste to Rule Them All - Can You Trademark a Flavor?” accessed
November 10, 2023, https://www.ipiustitia.com/2014/11/.

% Wal-Mart Stores, Inc. v. Samara Bros., Inc. 54 USPQ2d 1065 (2000).

T INAU REZANNT, “NNIANATENATENNNENTAULLANAS,” 117-118,
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2 USPTO Report, “American Wholesale Wine & Spirits, Inc.: Trademark Registration
No. 3155702, Application No. 76634174,” accessed January 14, 2024, https://uspto.report/TM/76634174.
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® In re Clarke, 17 USPQ2d 1238 (TTAB 1990)
* Rechel Siegel, “Remember how Play-Doh smells? U.S. trademark officials get it,” accessed
April 17, 2024, https://www.washingtonpost.com/news/business/wp/2018/05/24/remember-how-play-doh-

smells-u-s-trademark-officials-get-it/
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